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DETAILED ACTION 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 4 recites the limitation "outer electrode" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Objections 

Claims 10-11 are objected to because of the following Informalities: claim 11 is 
dependent upon itself and claim 10 is dependent upon claim 1 1 which is dependent 
upon itself. Appropriate correction is required. 

Claims 1 & 12 are objected to because of the following informalities: In 
examining the claims, the term "discrete electrodes" is found to be a broad and vague 
term, the applicant is requested to clarify, it is noted that in previous application 
09/696350 in a office action mailed 1/21/04 a request for clarification was made in which 
a claim amendment was requested for the circuit communication to be deemed a 
"independent circuit communication". Appropriate correction is required. 

Claim 2 is objected to because of the following informalities: In examining the 
claims, the term "higher*' is seemed to be broad and vague and can be defined in 
multiple ways, if the applicant means for the second field to be further defined in 
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strength or location, the applicant is requested to clarify, currently the claim is being 
examined with respect to location. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-4, 8, & 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Weaver (US Patent No. 5389069). The Weaver reference discloses a device for 
manipulating a molecule in vivo relative to a target tissue in figure 5 comprising an 
elongated member 148 comprising a generally cylindrical nonconductive core post and 
at least two discrete electrodes (152,154); the least two discrete electrodes being 
circumferential rings disposed about the core and in axially spaced relation along the 
elongated member, each electrode being in circuit communication with a respective 
portion of a source of electrical energy, the discrete electrodes being configured to 
establish a first electromagnetic field in vivo between selected electrodes sufficient to 
cause an electromigration of a molecule relative to a target tissue and a second 
electromagnetic field sufficient to cause a transient permeability of a cell membrane 
within the target tissue; and an insulating material (seen as the material between the 
two electrodes) interposed axially between the electrodes for achieving relative 
electromagnetic isolation of the electrodes, also see col. 2 lines 8-60 & col. 8 lines 5-21. 
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With respect to claim 2, wherein the second field is higher than the first field, see 
figure 5. 

With respect to claim 3-4, the tip seen as the distal end of part 148 in figure 5. 

With respect to claim 8, wherein the device is fully capable of having the 
electrodes substantially simultaneously activatable due to it's size, shape, and ability to 
work in the environment 



Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 8, & 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Tu et al (US Patent No. 5941845) and further in view of Goble et al (US Patent No. 

5944715). The Tu reference discloses a device for manipulating a molecule in vivo 

relative to a target tissue comprising an elongated member comprising a generally 

cylindrical nonconductive core post and at least two discrete electrodes; the least two 

discrete electrodes being circumferential rings disposed about the core and in axially 

spaced relation along the elongated member, each electrode being in circuit 

communication with a respective portion of a source of electrical energy, the discrete 

electrodes being configured to establish a first electromagnetic field in vivo between 
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selected electrodes sufficient to cause an electromigration of a molecule relative to a 
target tissue and a second electromagnetic field sufficient to cause a transient 
permeability of a cell membrane within the target tissue. Now even though Tu does not 
explicitly disclose an insulating material interposed axially between the electrodes 
attention is directed to Goble. The Goble reference teaches the use of an insulated 
material between the electrodes, see col. 3 line 64 - col. 4 line 30, col. 6 line 28 - col. 7 
line 4, and abstract. Therefore, it would be obvious to one of ordinary skill in the art at 
the time of the invention to modify the device of Tu with the teachings of Goble In order 
to provide finely defined paths and insulate between the two electrodes. 

Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Weaver (US Patent No. 5389069) or Tu et al (US patent No. 5941845) as applied to 
claim 1 and further in view of Hofmann et al (US Patent No. 6233482B1). Now even 
though Weaver or Tu does not explicitly disclose a plurality of members configurable to 
surround a periphery of a tissue or provide opposite-polarity voltages or active a 
plurality of electrodes in a predetermined pattern, attention is directed to Hofmann. The 
Hofmann reference teaches the use of a plurality of electroporation members to 
surround tissues, ufilize opposite-polarity voltages, and activate electrodes in a 
predetermined pattern, see figures 2A-G, 6, & 7A-D, col. 3 line 62 - col. 8 line 36. 
Therefore, it would be obvious to one of ordinary skill in the art at the time of the 
invention to modify the device of Weaver or Tu with the teachings of Hofmann in order 
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to provide electroporatlon therapy to a larger area as well as customizing the therapy to 
different tissues and operations. 

Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Weaver (US Patent No. 5389069) or Tu et al (US patent No. 5941845) as applied to 
claim 1 and further in view of Edwards et al (US Patent No. 5472441). Now even though 
Weaver or Tu et al does not explicitly disclose the member having a lumen and a portal, 
positioned along the member or adjacent a bottom tip or adjacent an electrode, for 
passing a substance therethrough to the target tissue attention is directed to Edwards. 
The Edwards et al reference teaches the use of a lumen through an electroporatlon 
member for fluid distribution for treatment of the tissues with an agent. Therefore, it 
would be obvious to one of ordinary skill in the art at the time of the invention to modify 
the device of Tu to utilize the teachings of Edwards in order to help facilitate the 
distribution of the fluid treatment agents. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin Huh whose telephone number is 571-272- 
8208. The examiner can nonnally be reached on M-F: 9:00 AM - 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Sirmons can be reached on 571-272-4965. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://palr-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free), if you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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